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DETAILED ACTION 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 27-32 and 61-66 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Claims 27-32 and 61-66 are drawn 
to a computer implemented process that merely manipulates data or an abstract idea, 
or merely solves a mathematical problem without a limitation to a practical application in 
the technological arts. 

In order for a claimed invention to accomplish a practical application, it 
must produce a "useful, concrete and tangible result" State Street, 149 F.3d at 1373, 47 
USPQ2d at 1601-02 (see MPEP 2106.II.A). A practical application can be achieved 
through recitation of "a physical transformation outside the computer for which a 
practical application in the technological arts is either disclosed in the specification or 
would have been known to a skilled artisan", or "limited to a practical application within 
the technological arts" (MPEP 2106 IVB2(b)). Currently, claims 27-32 and 61-66 meet 
neither of these criteria. In order to for the claimed process to produce a "useful, 
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concrete and tangible' result, recitation of one or more of the following elements is 
suggested: 

* The manipulation of data that represents a physical object or activity 
transformed from outside the computer (MPEP 2106 IVB2(b)(i)). 

* A recitation of a physical transformation outside the computer, for example in 
the form of pre or post computer processing activity (MPEP 2106 IVB2(b)(i)). 

* A direct recitation of a practical application in the technological arts (MPEP 
2106 IVB2(b)(ii). 

4. Claims 33, 34, 67 and 68 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter as follows. Claims 33, 34, 67 and 68 
define a computer based structural organization embodying functional descriptive 
material. However, the claims do not define a computer readable medium or memory 
and is thus non-statutory for that reason (i.e., "when functional descriptive material is 
recorded on some computer-readable medium it becomes structurally and functionally 
interrelated to the medium and will be statutory in most cases since use of technology 
permits the function of the descriptive material to be realized" - Guidelines Annex IV). 
That is, the scope of the presently claimed a computer based structural organization 
can range from paper on which the program is written, to a program simply 
contemplated and memorized by a person. The Examiner suggests amending the 
claims to embody the program on "computer-readable medium" or equivalent in order to 
make the claim statutory. Any amendment to the claim should be commensurate with its 
corresponding disclosure. 
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Claims 33, 34, 67 and 68 are also rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. Claims 33, 34, 67 and 68 
are drawn to computer programs. However, the program/algorithm itself merely 
manipulates data or an abstract idea, or merely solves a mathematical problem without 
a limitation to a practical application in the technological arts. MPEP.IV.B2(a) (statutory 
Product Claims) states: 

"A claim limited to a... manufacture, which has a practical application in the 

technological arts, is statutory." 

In order for a claimed invention to accomplish a practical application, it must 
produce a "useful, concrete and tangible result", State Street, 149 F.3d at 1373, 47 
USPQ2d at 1601-02 (see MPEP 2106.II.A). Currently, the claims do not recite a 
practical application. In order for the claimed product to produce a 'useful, concrete and 
tangible" result, recitation of one or more of the following element is suggested: 

• The manipulation of data hat represents a physical object or activity 
transformed from outside the computer (MPEP 2106.IV.B2(b)(i)). 

• A physical transformations outside the computer, for example in the 
form of pre or post computer processing activity (MPEP 
2106.IV.B2(b)(i)). 

• A direct recitation of a practical application in the technological arts 
(MPEP2106.IV.B2(b)(ii)). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1 -3, 16,17, 22, 23, 27-29, 32-37, 50, 51 , 56, 57, 61 -63, and 66-68 are 

rejected under 35 U.S.C. 103(a) as being unpatentable over Naoki et al. (2002-18591 1 ) 

in view of Takeshi (2000-069421 ). 

Regarding claim 1 , Naoki discloses: 

- means for obtaining information for determining a data amount reduction 
remaining force of image data (Abstract: means for detecting a remaining capacity of 
the recorder); 

- means for performing a data amount reduction process against the image data 
(Abstract: means for compressing video data of the program at a compression rate so 
as to decrease the quantity of data). 

Naoki does not disclose expressly means for recording image data in a recording 
medium and means for selecting image data determined to have large data amount 
reduction remaining force based on the obtained information with priority. 

Takeshi discloses: 

- means for recording image data in a recording medium (Abstract: means for 
recording image data which is stored in a frame memory 16 into the storage medium 
33); 

.- means for selecting image data determined to have large data amount 
reduction remaining force based on the obtained information with priority (Abstract: 
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means for retrieving the image data with large display frequency when a required image 
to be displayed is retrieved). 

Naoki & Takeshi are combinable because they are from system for saving 
storage capacity. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to employ "means for recording image data in a recording medium" and 
"means for selecting image data determined to have large data amount reduction 
remaining force based on the obtained information with priority" taught by Takeshi in 
Naoki. 

The suggestion/motivation for doing so would have been to efficiently use a 
recorder for a broadcast receiver that can record video audio data to the recorder (see 
Naoki, Abstract). 

Therefore, it would have been obvious to combine Naoki with Takeshi to obtain 
the invention as specified in claim 1 . 

Regarding claim 27, since this is a method claim corresponding to the system 
claim 1 , the discussion of claim 1 is applied hereto. 

Similarly, the discussion of clam 1 is applied to claims 33 and 34. 

Regarding claims 2, 3, 16, 17, 28, 29, Naoki teaches compressing image data 
and image data having a large value of an amount of present code are determined as 
image data having a large data amount reduction remaining force (i.e., when the 
residual capacity of the recorder is discriminated to be less) (see Abstract: Solution). 
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Regarding claims 22 and 32, Takeshi teaches selecting a criterion of display 
frequency from large and small display frequencies (Abstract). 

Regarding claim 23, Naoki teaches compression is a designation of the data 
amount reduction method (Abstract). 

Regarding claims 35-37, 50, 51, 56, 57, 61-63, 66-68, there is a design choice 
since JPEG 2000 is well-known in the art for applying a coding way. 

7. Claims 24 and 58 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Naoki (2002-1 8591 1 ) in view of Takeshi (2000-069421 ) as applied to claims 1 
above, and further in view of Toshiya (2002044601). 
Regarding claim 24, Naoki teaches: 

- means for compressing image data (Abstract: compressing video data). 
And Takeshi teaches: 

- wherein the compressed image data are recording in a recording medium 33 
(Abstract). 

Naoki and Takeshi do not disclose expressly means for photographing a subject 
to be photographed and inputting the image data. 

Toshiya teaches means for photographing a subject to be photographed and 
inputting the image data (Abstract: photographed images and inputting them in the 
display means 30). 

Naoki & Takeshi and Toshiya are combinable because they are from system for 
processing image. 
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At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to employ "means for photographing a subject to be photographed and 
inputting the image data" taught by Toshiya in the Naoki & Takeshi's system. 

The suggestion/motivation for doing so would have been to efficiently use a 
recorder for a broadcast receiver that can record video audio data to the recorder (see 
Naoki, Abstract). 

Therefore, it would have been obvious to combine Toshiya with Naoki & Takeshi 
to obtain the invention as specified in claim 24. 

Regarding claim 58, there is a design choice since JPEG 2000 is well-known in 
the art for applying a coding way. 

Allowable Subject Matter 

8. Claims 4-1 5, 1 8-21 , 25, 26, 30, 31 , 38-49, 52-55, 59, 60, 64 and 65 are objected 
to as being dependent upon a rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base claim and any intervening 
claims. 

Regarding claims 4 and 30, the prior art, taken either singly or in combination, 
does not teach: 

- image data having a large value of "an amount of present code/ a total number 
of non-zero bitplanes" are determined as image data having the large data amount 
reduction remaining force. 
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Regarding claims 38 and 64, since these claims depend upon claims 4 and 30, 
respectively, they are also objected fro the same reason. 

Regarding claim 5, the prior art, taken either singly or in combination, does 
not teach: 

. - image data having a small value of "sum of truncated bitplanes or sum of 
truncated subbitplanes" are determined as image data having the large data amount 
reduction remaining force. 

Regarding claims 6-9 and 39-43, since these claims depend upon claim 5, they 
are also objected for the same reason. 

Regarding claim 10, the prior art, taken either singly or in combination, does 
not teach: 

- the value of "sum of quantization errors" is determined considering the 
truncated bitplanes or truncated subbitplanes and quantization step sizes. 

Regarding claims 11-14 and 44-48, since these claims depend upon claim 10, 
they are also objected for the same reason. 

Regarding claims 1 5 and 31 , the prior art, taken either singly or in combination, 
does not teach: 

- image data having a small total number of non-zero bitplanes are determined 
as image data having the large data amount reduction remaining force. 

Regarding claims 49 and 65, since these claims depend upon claims 15 and 31, 
respectively, they are also objected fro the same reason. 
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Regarding claim 18, the prior art, taken either singly or in combination, does 
not teach: 

- image data having a small number of times of using an application of the data 
amount reduction process are determined as image data having the large data amount 
reduction remaining force. 

Regarding claim 52, since this claim depends upon claim 18, it is also objected 
fro the same reason. 

Regarding claim 19, the prior art, taken either singly or in combination, does 
not teach: 

- it is determined that the data amount reduction remaining force of the image 
data of a motion picture is greater than the data amount reduction remaining force of 
image data of a still picture. 

Regarding claim 53, since this claim depends upon claim 19, it is also objected 
fro the same reason. 

Regarding claim 20, the prior art, taken either singly or in combination, does 
not teach: 

- image data of motion pictures having a larger average value or maximum of the 
"present code" / "an amount of lossless code" are determined as image data having the 
large data amount reduction remaining force. 

Regarding claim 54, since this claim depends upon claim 20, it is also objected 
fro the same reason 

Regarding claim 21, the prior art, taken either singly or in combination, does 
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not teach: 

- it is determined that the data amount reduction remaining force of the image 
data having a designation of the data amount reduction process is greater than the data 
amount reduction remaining force of the image data not having a designation of the 
data amount reduction process. 

Regarding claim 55, since this claim depends upon claim 21 , it is also objected 
fro the same reason 

Regarding claim 25, the prior art, taken either singly or in combination, does 
not teach: 

- means for controlling the data amount reduction process for the recorded image 
data in a case where the lack of unused capacity is detected by means for detecting. 

Regarding claims 26, 59 and 60, since these claim depend upon claim 25, they 
are also objected for the same reason. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANH H. DO whose telephone number is 571-272-7433. 
The examiner can normally be reached on 5/4-9. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, EILEEN LILLIS can be reached on 571-272-6928. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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